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To start with …..

Some have argued that the TRIPS agreement requires us to grant patents for
software because it says "patents shall be available for any inventions.....in
all fields of technology, provided they are.....capable of industrial
application". However, it depends on how you interpret these words. Is a
piece of pure software an invention? European law says it isn’t. Is pure
software technology? Many would say no. Is it capable of "industrial"
application? Again, for much software many would say no.

TRIPS is an argument for wider protection for software. But the decision to
do so should be based on sound economic reasons. Would it be in the
interests of European industry, and European consumers, to take this step?

Paul Hartnack, former Controller-General of the UK Patent Office.



What does TRIPS say?

Article 10

Computer programs, whether in source or object code, shall be protected as
literary works under the Berne Convention (1971).

Compilations of data or other material, whether in machine readable or
other form, which by reason of the selection or arrangement of their contents
constitute intellectual creations shall be protected as such. Such protection,
which shall not extend to the data or material itself, shall be without
prejudice to any copyright subsisting in the data or material itself.



TRIPS also says

Article 27 
members must make patents available without discrimination 

• for any inventions (products or processes)
• in all fields of technology

• e.g. no exclusion of CRI 
• as to place of invention 
• whether imported or locally produced

Exceptions:
• Inventions against ordre public; morality; human, animal, plant life or health; environment
• Methods of medical treatment
• Plants & animals

• Including biological processes for production of plants & animals
• But not micro-organisms and non-biological production processes
• Plant varieties: either patent or sui generis system (UPOV or others) or 

combination thereof
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Structure of Software
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§ Amazon.com in 2000 licensed 1-Click ordering to Apple 
Computer (now Apple Inc.) for use on its online store.

§ Apple subsequently added 1-Click ordering to the iTunes 
Store and iPhoto.

§ Amazon filed a patent infringement lawsuit in October 1999 
in response to Barnes & Noble's offering a 1-Click ordering 
option called "Express Lane". 

§ After reviewing the evidence, a judge issued a preliminary 
injunction ordering Barnes & Noble to stop offering Express 
Lane until the case was settled.

§ Barnes & Noble had developed a way to design around the 
patent by requiring shoppers to make a second click to 
confirm their purchase.

§ The lawsuit was settled in 2002. 
§ The terms of the settlement, including whether or not Barnes 

& Noble took a license to the patent or paid any money to 
Amazon, were not disclosed.

§ In response to the lawsuit, the Free Software 
Foundation urged a boycott of Amazon.com. 

§ The boycott was lifted in September 2002.
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Softwares
§ Commercial Software requires payment before the user can download and use the software.

Commercial software typically does not allow source code to be modified, and usually restrict
access to the source code altogether.

§ Shareware is free to use, but limits the amount of time the program’s features are available
to the user.

§ Freeware is software that is is allowed to be shared for no cost, but not allowed to be
modified.

§ Free Software – Free Software Foundation defines Free Software as software that “the users
have the freedom to run, copy, distribute, study, change and improve”.

§ Creative Commons is non-profit organization that facilitates sharing creativity and knowledge
by providing free legal tools. They offer free and easy to use copyright licenses that offer
flexible ways to share creative work on the conditions that authors are going to choose.

§ Public Domain Software is the software that is not a subject if copyright. This type of
software is freely available through public domain, and can be used without any restrictions.



Softwares
• Open Source –. Software has to comply with specific criteria in order to be considered open

source. According to Open Source Initiatives, open source software
Ø Has to be distributed freely
Ø Source code has to be included, and distribution in compiled form must also be allowed
Ø Software must allow modifications and derived works, and if used, must be distributed on the same terms
Ø Integrity of the author’s code should not be compromised. If the code is modified it should only be
distributed further using a different name.

Ø The license can’t discriminate against any individual, or group of individuals
Ø The license cannot restrict the field that the software will be used in, nor can it restrict the software from
being used for commercial purposes.

Ø The rights that are attached to the software should apply to all who received the software without any
additional license from the party the software was received from.

Ø License must not be specific to a product
Ø The license cannot restrict the use of any other software using the same license
Ø License must be technology neutral meaning that no technology can dictate the style or interface of the
software.

§ This type of software always gets confused with free software, and freeware
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The US Position

“The Congress shall have the power … to promote the progress of science and
useful arts, by securing for limited times to … inventors the exclusive right to their
… discoveries.”

“any new and useful process, machine, manufacture, or composition of matter, or
any new and useful improvement thereof” can be patented.



The US Position …1972: Gottschalk v Benson
a method for programming a general-purpose
computer using an algorithm to convert binary-
coded decimal Numbers into pure binary
numbers.

1978: Parker v Flook
Involved the use of an algorithm to update alarm
limits of a chemical process.

1981: Diamond v Diehr
dealt with a rubber-curing process controlled by
a computer program.

1998: State Street Bank & Trust Co v Signature
Financial Group, Inc.
overturning the exception to patentability of
business methods

2010: Bilski v Kappos
CAFC articulated a “machine-or-transformation” 
test: to be patentable, the invention must be tied 
to a specific machine or transform an article to a 
different state or thing.

2014: Alice Corp v CLS Bank Intl
the claims were drawn to an abstract idea, and 
implementing those claims on a computer was not 
enough to transform that idea into patentable 
subject matter.



The US Position …ØIn order for an invention to be entitled to
patent protection in United States, it must
overcome four statutory hurdles:
§ the invention must have patentable subject

matter;
§ the invention must be useful;
§ the invention must be novel; and
§ the invention must be non-obvious.

ØIt also requires an invention to fit into one
of four categories of subject matter:
§ processes,
§ machines,
§ manufactures or
§ compositions of matter.

Ø The business method and software come under
process patents.

ØA process (including software related 
inventions or computer code) is patentable 
only if:
§ it is synchronized to a particular 

machine or apparatus, or 
§ It transforms a particular article into a 

different state or thing.

Ø“machine-or-transformation test” is 
intended to identify and exclude abstract 
ideas that are not eligible for patent. 

Øcertain claims about a computer-
implemented transactions covered abstract 
ideas ineligible for patent protection



The US Position …
1960s: No Protection if invention is exclusively calculations made via
1970s: computer.
1980s: The Supreme Court verdict clarifies that some computerize

inventions are patentable.
1990s: The Federal Circuit provides that almost all software is

patentable.
2000s: The Federal Circuit starts rolled back that almost all Software

are patentable.
2010s: Supreme Court intervened and upheld the initial decision that

almost all software are patentable.
2014s: The Federal Circuit provided a two step test for determining

patent eligibility for all software related inventions

The US has also designed its copyright laws to ensure that software programs are granted enough 
protection as literary works.



The EU Position

1973 EPC
§ Computer programs were excluded

Ø The first preliminary drafts of the EPC showed that computer programs were not excluded from patent
protection.

§ Many felt that an absolute prohibition on the patentability of computer program
inventions was inappropriate, because the evolution of this nascent technical field was so
dynamic. A Swiss proposal to specify in the EPC that only computer programs “as such”
were to be excluded from patent protection was accepted.

§ Since then, this wording has been the basis of many decisions of the Boards of Appeal of
the EPO defining what software can be protected under the EPC and how the protection
may be defined.



The EU Position …
1986 (VICOM)
§ The Board of Appeal held that a patent application concerning a method for digitally

processing images related to a technical process: “The Board, therefore, is of the opinion that
even if the idea underlying an invention may be considered to reside in a mathematical
method a claim directed to a technical process in which the method is used does not seek
protection for the mathematical method as such.”

§ Since then, the EPO has allowed patents claiming protection for a computer (or a device or
system with a processor) that has a computer program installed on it which has a technical
effect or solves a technical problem, and for (technical) processes performed by such a
computer program.

§ Neither the EPC nor the Boards of Appeal have ever defined what is meant by a “technical”
effect or problem.



The EU Position …
Case law provides the following examples:
§ Computer program inventions that control industrial processes, such as the production of end-

user products (eg., cars, mobile telephones, medicines) or semi-manufactured products, are
patentable in principle.

§ Computer program inventions essentially solving a mathematical equation may be patentable,
provided that they solve a technical problem – for instance, where they concern the encryption
of telecommunication messages, the compression of data or signal processing.

§ Computer program inventions relating only to non-technical areas, such as computer games,
internet auctions, financial operations and business operations, cannot be protected by patents
in Europe.

Boards of Appeal also decided to allow patent claims to computer programs and data carriers (eg,
DVDs) that store such computer programs, provided that the computer programs concerned, when
loaded on a computer, solve a technical problem or have a technical effect



The German Position

The German patent office, expressed an opinion on TRIPs in a decision
on patentability of software, as per the German patent laws:

“The Treaty on Trade Related Aspects of Intellectual Property Rights (TRIPs) does not entail any different
judgment of patentability. Independently of the question as to in what form - directly or indirectly - the TRIPs
treaty is applicable here, the application of Art 27 TRIPs would not lead to any extension of patentability
here. The wording, according to which patents shall be available for inventions in all fields of technology,
merely confirms the dominating view of German patent jurisprudence, according to which the concept of
technology (Technik) constitutes the only usable criterion for delimiting inventions against other kinds of
intellectual achievements, and therefore technicity is a precondition for patentability (the "Logikverifikation"
decision of the Federal Court of Justice (BGH) sees Art 27 TRIPs as "posterior confirmation" of this
jurisprudence). The exclusion provision of Art 52 (2) and (3) EPC can also not be construed to be in conflict
with Art 27 TRIPs, since it is based on the notion of lacking technical character of the excluded items.”



The China Position

1993 Examination Guidelines
§ Did not exclude computer software-implemented inventions from patent protection -

provide a technical solution and produce a technical effect be patentable,
§ Device claims were rejected for lack of support in the description - no block diagram of

hardware

2006 Examination Guidelines
§ Device claims are allowable - each component of the device claim must correspond

fully to each step in the flowchart or in the method claim reflecting the flowchart.
Ø “the device claim defined by such functional modules should be interpreted as realizing the technical solution mainly by the computer software recited in the

specification, rather than hardware device realized mainly by hardware”

Open Question
Can a device claim cover a device with firmware having all functional modules?



The India Position

ØThe Indian Patent Act does not grant patents on computer programs, per se.
ØHowever, Computer Implemented Inventions, which have a dependence on hardware

components, may be considered to be patentable.
ØAs per the revised guidelines, examiners may rely on the following three stage test in examining

CRI applications:
§ Properly construe the claim and identify the actual contribution of the hardware and the

computer program;
§ If the contribution lies only by the computer program, mathematical method, business

method or algorithm, deny the claim; and
§ If the contribution lies by computer program, check whether it is claimed in conjunction

with a hardware via a method and proceed to other steps to determine patentability with
respect to the invention.

ØDetailed disclosure requirements
ØThe New Draft manual of Patent Practice and Procedure published by the Indian Patent Office

states that method claims in software related inventions is allowable.
ØThe Indian Copyright Act also provides for protection to computer program by treating it as

literary works



Indian Guidelines for CRI
§ The Office of the CGPDTM issued revised Guidelines on Examination of CRI(s) on June 30th

2017.
§ Proposes to bring much needed clarity and consistency in examination of patent applications

for computer related inventions.
§ The Patents (Amendment) Act, 2002 also introduced explicit exclusions from patentability

under section 3 for Computer Related Inventions (CRIs) as under:
(k) a mathematical or business method or a computer programme per se or algorithms;
(l) a literary, dramatic, musical or artistic work or any other aesthetic creation whatsoever including
cinematographic works and television productions;
(m) a mere scheme or rule or method of performing mental act or method of playing game;
(n) a presentation of information;
(o) topography of integrated circuits;

§ Claims
1) The claims should clearly define the scope of the invention and should take care of unity of invention

requirements as defined under section 10(5) of the Patents Act, 1970.
2) The claim(s) of a complete specification should be clear and succinct and should be fairly based on the

matter disclosed in the specification.
3) The claims in the field of Computer related inventions need to be construed to ascertain the substance of

the claim without wholly relying on the forms and types of the claims.



üYes it is patentable - if the program has the
potential to bring about, when running on a
computer, a technical effect which goes
beyond the normal interactions between the
program and the computer.

üThe normal interactions like flow of electrical
current are not sufficient to establish the
technical effect.

Computer Related/Implemented Inventions



Computer Related/Implemented Inventions

ØHighlight technical problem being solved
ØHighlight the technical effect or technical advance of a specified program (whether by

means of hardware or software)
ØTry to avoid look and feel of algorithm, mathematical method, business method as

even technical advance cannot save it due to absolute bar
ØAvoid certain terms in claims, like program, instructions, calculating, etc.
ØLink the invention to one or more end application/use
ØKeep method as primary claims
ØClearly state what device/ component performs the method
ØAvoid multi-party system claims – client and server, server and database
ØSeparate claim for each device, such as transmitter and receiver, source and

destination device



Major Software Patent Cases: INDIA



Critical
Ø Different Subject Matter
Ø Different Criteria
Ø Different Rights
Ø Different Claimants
Ø Procedure
Ø Duration

Protection
ØSoftware can be protected in three 

different ways: 
§ trade secrets (if possible),
§ through copyright or 
§ through a patent.

ØProtection is available in all major 
countries, but the scope of 
protection available differs from 
jurisdiction to jurisdiction.



Method Claim
ØMethod claims include active steps in a process to define the invention.

ØA process has to be unique or better than the prior arts. Each element in a claim uses verb + “-ing” form.
This element represents an active step in a process.

ØA method claim is a set of steps in verb + “-ing” forms.

36



System Claim
ØA system claim is to protect novel components that perform mandatory steps of the invented

software program.

ØTherefore, this system claim will protect essential
and novel components of the invention.

37





Do you need a patent for your software-related invention?

39

§ In many countries, computer programs, whether in source or object code, are protected 
under copyright. The major advantage of copyright protection lies in its simplicity.  

§ Copyright protection does not depend on any formalities such as registration or the deposit 
of copies in the 151 countries party to the Berne Convention for the Protection of Literary 
and Artistic Works.  

§ International copyright protection is automatic 
§ A patent must be applied for, in principle, in each country in which you seek patent 

protection.  
§ A patented invention shall be disclosed to the public. 
§ Patenting requirements can be legally and technically complex, and their compliance often 

requires a legal expert’s assistance.  
§ Compared with copyright protection, the term of protection is much shorter.
§ Complex requirements for the grant of patents, the costs for obtaining and enforcing a 

patent may be costly.  
§ The possibility and feasibility of using other types of intellectual property, such as 

trademarks, industrial designs and trade secret protection, may also be considered.



Why numerous patents for software-related inventions?

40

§ Copyright protection extends only to expressions, and not to ideas, procedures, methods of 
operation or mathematical concepts as such.  

§ Although copyright protects the �literal expression� of computer programs. 

§ Copyright does not protect the “invention” underlying the computer program, which often 
have considerable commercial value.



What do you wish to protect from your competitors?

41

§ Software may be incorporated in a computer or an apparatus, such as a household 
appliance or a car.  But often, such software is created, reproduced and distributed on 
media (such as diskettes, CD-ROMs or an online network) which are separate from the 
hardware.  

§ Software may provide technical functions, such as controlling a machine or regulating the 
room temperature. It may be used to monitor communication network systems or provide 
interfaces between a computer and a human being.  Or, it may be used to process scientific, 
financial, economic or social data in order to, for example, explore a new scientific theory or 
seek the highest possible return on an investment.

§ Depending on how the software is used together with the hardware, what you wish to 
protect from your competitor may differ.  

§ The core part of your software-related innovation may lie in an apparatus, a system, an 
algorithm, a method, a network, the processing of data or the software itself.

Identify the core part of your innovation.



Is your invention patentable?

42

§ To be eligible for patent protection, an invention must meet several criteria: 
Ø the invention must consist of patentable subject matter; 
Ø the invention must be capable of industrial application (or, in certain countries, 

be useful); 
Ø it must be new (novel); 
Ø it must involve an inventive step (be non-obvious); and 
Ø the disclosure of the invention in the patent application must meet certain formal 

and substantive standards.  
§ Since patent law is applicable to inventions in any field of technology without 

discrimination, to be patentable, software-related inventions and business method-related 
inventions must also comply with those requirements.

§ In many countries, “inventions” are required to have a technical character, or to provide a 
solution. 

§ One should pay special attention as to whether your software-related innovation is 
covered by patentable subject matter under the relevant patent law.



Do you need protection abroad?

43

§ If you wish to protect your innovation abroad, in principle, you need to obtain a patent in 
each country in which you are interested in accordance with the law of that country. 

§ Patentability requirements are not always the same in each country.
§ The main requirement is concerning patentable subject matter.

Ø In the US there is no specific exclusion of software or business methods from 
patentable subject matter.

Ø The EPC expressly excludes “computer program per se” and “methods of doing 
business per se” from the patentable subject matter.

it may be that certain software-related innovations are considered as patentable 
subject matter in the USA, while the same innovations might fall outside of the 

scope of patentable subject matter in Europe or Japan.



Software Patents

44

§ Business methods
§ Data compression

Ø Data compression in general
Ø Audio compression
Ø Image compression
Ø Video compression

§ Data encryption
§ Gaming systems
§ Image processing
§ Internet tools
§ Fair division
§ Search engines
§ Telecommunications
§ User interfaces





Software Patents – A Comparison Across Prominent Jurisdictions 

Country 
Patent 

Eligibility 

Computer-
Implemented 

Inventions (CII) 

Business Method 
Patents Functional Claiming 

Standard Essential 
Patent (SEP) & FRAND 

licenses 

India 

Computer 
program per se 
is not patentable 
but can be 
patented if it 
meets the criteria 
of a “technical 

effect.” 

Patentable based 
on the 
substance/subject 
matter of the 
claim rather than 
its literal 
interpretation. 

Business methods are 
not patentable per se; 
however, they are 
patentable if a new 
method solves a 
“technical” problem, and 
an apparatus/system is 
involved. 

Not allowed 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs. CCI 
has brought two 
investigations involving 
SEPs 

FRAND licensing 
obligations are yet to be 
considered in the courts 

USA 

Neither software 
nor computer 
programs are 
explicitly 
mentioned in US 
patent law. 

Restrictions on 
subject matter 
eligibility under 
Section 101 are 
a matter of 
ongoing judicial 
activity. 

Technical effect 
doctrine. 

Patentable - two-step 
test 

1. Whether the 
claimed invention is 
directed to an 
abstract idea, law 
of nature,
mathematical 
formula, or similar 
abstraction.

2. If yes, whether the 
way the claimed 
invention 
implements the 
abstraction
contains an
inventive concept, 
as contrasted with 
being routine and 
conventional. 

Means -Plus-Function 
Claims under § 112(F) 

A jury, not a judge, 
resolves FRAND 
damages disputes 

UK 

In addition to the 
standard patent 
requirements of 
novelty, 
inventiveness, 
and industrial 
application, it 
must also have a 
“technical effect.” 

Technical effect 
doctrine. 

Four step test 

1. Interpreting the
patent claim.

2. Identifying the 
actual contribution.

3. Considering
whether the 
contribution falls 
solely within the 
excluded subject 
matter.

4. Checking whether 
the contribution is 
technical.

Narrowly defined 
Means -Plus-Function 
Claims 

Call for views on SEPs 

Australia 

Software is 
patentable if it 

• is a manner 
of 
manufacture

• is novel

• involves an 
inventive 
step

• is useful

• has not
previously 
been used, 
even if in
secret

The long list of 
guiding principles. 

Patentable only if it has 
a physical aspect, being 
a concrete, tangible, 
physical, or observable 
effect or phenomenon. 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

FRAND licensing 
obligations are yet to be 
considered in the courts 



New 
Zealand 

Patents Act 2013 
excludes 
computer 
programs “as 
such from the 
definition of an 
invention. 

A computer-
implemented 
method is 
patentable if the 
contribution lies in 
a patent-eligible 
field. 

Not Patentable Not allowed 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

Canada 

Neither 
computers nor 
software is 
mentioned 
explicitly in the 
Canadian Patent 
Act. 

As long as an 
invention meets 
the general 
patentability 
criteria. 

Patentable 

Patentable 

It must be more than an 
abstract idea or 
theorem and have a 
practical application. 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

FRAND licensing 
obligations are yet to be 
considered in the courts 

China 

Patentable 

(“triple technical 
requirement”) 

 use “technical 
means” to solve 
a “technical 
problem” and 
provide a 
“technical result.” 

Patentable 

Patentable. 

It must be implemented 
by computer hardware 
and not as a standalone 
method. 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

Judge decides on 
FRAND damages 
disputes 

European 
Union 

European patent law explicitly excludes 
computer programs and methods of 
doing business from patent protection. 

EU Directive on the Patentability of 
Computer-Implemented Inventions 
relies on the “Technical effect doctrine.” 

For a claimed invention devised in a 
software and business context to be 
patentable, the claimed invention must 
define “technical” features which solve a 
“technical problem” in a non-obvious 
manner. 

Business Methods per 
se are not patentable.  

A claim will not be 
refused as a business 
method per se if it 
contains technical 
subject matter, no 
matter how trivial (e.g., 
a computer or software 
having some degree of 
technical character 
when run), and has an 
inventive step. 

EPO issued guidelines 
providing example 
claim formulations for 
computer-implemented 
inventions66 

EU abuse of dominance 
law  

National courts on 
FRAND damages 
disputes 

Israel 

Patentable if 

1. The claimed invention has 
expression or modification in the 
physical features beyond the 
regular operation of an integrated 
computer system. 

2. Causes the computer to operate in 
a new manner, including, but not 

only improving the computer’s 
performance or inter-operability 
created between components of 
the computer system in a manner 
that did not exist beforehand

Business methods per 
se that belong to the 
financial world are 
excluded, but not all 
business methods are 
excluded. 

Possible 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

FRAND licensing 
obligations are yet to be 
considered in the courts 

Japan 

No express 
provision in the 
Japanese Patent 
Law 

Patentable provided they are based on the 
type of software / concrete hardware resources 
relationship described for the computer 
software-related inventions. 

Possible 

Japan Patent Office 
(JPO) “Guide to 
Licensing Negotiations 
Involving Standard 
Essential Patents.” 

66 EPO Guidelines for Examination, Available at: https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f_iv_3_9.htm 
accessed on December 15, 2022 

https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f_iv_3_9.htm


Patentable when 
the claims are 
expressed such 

that information 
processing by 
the software is 
“concretely 
realized by using 
hardware 
resources.” 

Singapore 

Patentable if 
invention 
satisfies the 
relevant eligibility 
criteria (novelty 
and inventive 
step) 

non-liquet non-liquet non-liquet 

No direct regulations or 
statutory requirements 
for the disclosure and 
licensing of SEPs.  

CCCS deals with cases 
involving FRAND 
commitments in the 
context of competition 
concerns,  

South 
Korea 

It should be 
claimed as a 
computer-
readable data 
structure 
recorded in 
computer 
memory or as a 
program 
physically stored 
in a digital 
medium. 

Patentable Not Patentable Not allowed 

SEP holder’s injunction 
evaluated based on 
Korean Fair-Trade law 

Judge decides on 
FRAND damages 
disputes 

https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f_iv_3_9.htm
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